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1 )^ Responsive to communication(s) filed on 10 April 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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DETAILED ACTION 

Claims 1,2,4 and 7-23 are pending as amended in tine RCE of 4/10/08. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1,4 and 7-9 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-3 of copending 
Application No. 1 1/1 10,325. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the claim limitations are similar. The 
thickness of the thermoplastic as being 100-125% of the thickness of the spacer layer in 
the present application would be obvious to one of ordinary skill to provide sufficient 
seal. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 1 ,4 and 7-23 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over the claims of U.S. Patent No. 7,097,800. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the recite the same limitations. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

1. Claims 1 ,4 and 7-23 are rejected under 35 U.S.C. 102(a/e) as being anticipated by 
US 20030052054 (corresponding application number 10/246.904) 

The disclosure in the co-pending application 10/246,904 reads on the claims of 
the instant application. The co-pending application'904 has a publishing date of March 
20, 2003, and an effective filing date of 9/20/2001 , with an inventive entity different from 
that of the present application with one common inventor, Mark Chisholm, between the 
two applications. This would make the application'904 a 102(a and e) reference for the 
instant claims. 
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the stack is potted or 
insert-molded 

Fig 12 of 2003/0052054 

Figure 12 of tlie reference is presented above, which shows a perspective view 
of the partial cross-section. The details of construction of the filter module is found in 
paragraphs 9-1 1 , 33 and 36-42 of the reference. The sealing material appears to be the 
same in the application and the reference - thermoplastic compositions. 
Arguments presented against this rejection are not persuasive. 
With respect to the argument traversing this rejection (of 1 1/7/07): 

The refer^ce dearly tea«*es forming shertnopfaslic OTsfructions (IPCs) on the edges of 
the scjeerss and ^iectively heating the adjacent tips af ttie IPCs together. 

Is it not what is claimed? On the other hand, if applicant meant " the reference 

clearly teaches forming ...(TPCs) on the edges of the membrane and then selectively 
heating see figures 3 and 6-9 of the reference. Figure 3 has the TPC molded to the 
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porous support (56) of the membrane and to the porous screen (60) on the top 
(paragraph 33), which are also shown in the details of assembly in figures 6-1 1 . 

With respect to the argument traversing this rejection (of 4/10/08: 

Argument (1): 

The claimed invention is genemlly directed to a process for fonning a filtration 
modiile. Each of the iridependent claims m the instant case encompass a Step which 
requires hmt settlmg a thermaplmtic polynieric mmpmifmt m an edge or perimeter of 
a spacer layer. Also, see, for example, paragraph f0026| of the conrespondmg U.S. 
patent publication, no. US20040226S75. 

in contrast, the process described m Pearl requires ketU seaiing a th^mopiastic 
polymeric camposHion mtta endportians of a membrmte. See, e,g., paragraph [00 S I ] 

of Pear! . k 

In response: The reference teaches heat sealing a thermoplastic composition to 
the edge of the membrane, then stacking the membranes and the spacer layers, and 
then heat sealing them together to form the channels as required. To form the 
channels, the spacer layers have to be sealed to the membranes, as is depicted in the 
figure reproduced above. This anticipates applicant's claim. 

Argument (2): 

Furthermore, the process encompassed by the claimed methods uses direci heat 
smling. In contrast,.the process describM in Peart employs indirect heat sealing. See, 
for example, paragraph [001 1 ], accordiing to which 

[ tjhe final step of indirect heat sealing of thennoplastk 
polymeric composition preliminary sealed to the membrane 
layers then is selectively effected to fonn fluid flow 
c-hannek that separate feed and retetitate from filtrate 
witMn the taodtile 



Response: Applicant's independent claims 1 and 7 read at relevant part: 
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(dj It eaiing heat seaiing the thermoplastic composition of each filtrate spacer iayer so as 
to ssiil alternately positioned spacer iaj'ers in a port such that liquid in said at leas! one 
penneate port is not admixed with liquid in said feed inlet port and to bond the filtrate spacer 
layers and membfanc layers togetiier m a liquid tigtjt arraagement and wherein the module has 
a packing d«nsity of active membrane Xq external filter voltime of at least 3(M) /m^ 

Independent claim 13 reads at relevant part (which also represents the language 

used in the other remaining independent claims): 

id} mdlmg the theitnoplastic seciions to selectively heat seal the spacer tayets in the at 
least one feed inlet port and the at least one permeate port such thai liquid in the at least one 
penneate port is not adtnixed with liquid in the at least one feed port, and us bond the 
membrane layers to the adjacent spacer layersjr ani 

The claim-language of the independent claims anticipates the process described 

in paragraph 001 1 and the figure 12 of the reference and reproduced above. Applicant 

describes the heat sealing process as using heat or ultrasonic energy to make the 

thermoplastic composition to bond to membrane layers - see paragraph 1 1 of the Pre- 

Grant Publication. The reference uses the same technique, as described in paragraphs 

28 and 41 . Thus, the teaching of the reference is the same as what applicant disclosed 

and claimed. 

Independent claims 1 , 7, 21 , 22 and 23 recite the thermoplastic sections as 
formed about the periphery of the filtrate spacer layers and around a port; and in 
independent claims 13 and 20, the thermoplastic sections are formed around the 
periphery and ports of permeable spacer lever . Claims do not recite that the 
thermoplastic sections are formed integral to these layers. The teaching of the 
reference, that the TPCs are molded on to the membrane backing or screen on top or 
both, actually form around or about the periphery of the filtrate spacer layers as seen in 
the assembly drawings. The screen (60) and membrane backing (56) are permeable 
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spacer layers; the membrane backing also can be the filtrate spacer layer, which is 
integral to the membrane. Thus claims are anticipated. 

2. Claims 1.4 and 7-23 are reiected under 35 U.S.C. 102(e/f) as being anticipated bv 
Viqna et al (US 7,097,800). 

This reference has a 102(e) date, has a totally different inventive entity compared 
to the applicant, and teaches and claims applicant's invention - see claims 17 and 18, 
and the abstract and figures. The active membrane to external filter volume ratio recited 
in applicant's claims would be the same in the reference, since the reference teaches 
an identical membrane cassette design. 

Response to Arguments 

Arguments presented to traverse the rejection are not persuasive; they are 
addressed in the rejection. 

Conclusion 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David R. Sample can be reached on 571-272-1376. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 



